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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
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Related Appeals and Interferences: 

None 

Status of Claims: 

Claims 1-32 are pending. 

Claims 9-32 have been withdrawn from consideration. 
Claims 1-8 are hereby appealed. 

Status of Amendments: 

No amendments filed after final rejection. 

Summary of Claimed Subject Matter: 

(NOTE: All citations are made from the original specification, including the figures.) 

The subject matter of independent claim 1 provides a method to enable a purchaser of 
digital content (figure la, step 1) (over a communications network - page 13, lines 4,5) to 
additionally purchase content insurance (figure 2a, step 3) against future loss (page 13, lines 3-9, 
etc) or format incompatibility (claims 2-4; page 13, lines 10-16). The insurance provides the 
purchaser the means to replace the original digital content (page 13, line 9) with a new copy 
(figure 2b, steps 4 and 5) in the same or a new encoding format (claims 3-4) of the original (page 
13, line 13, etc.). Claims 5-8 add additional insurance processing steps involving fees, upgrades, 
prices, and claim filing respectively. 
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Grounds of Rejection to be Reviewed on Appeal: 

Claims 1-8 stand rejected under 35 U.S.C. 103(a) as being unpatentable over "eMedia-IT 
and Lloyds of London Provide Global Insurance for Digital Content" by PR Newswire in view 
of U.S. Patent No. 6,708,157 to Stefik etal. 
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ARGUMENT : 

Arguments made in previous responses, as well as specific responses to the examiner's 
final rejection will follow below. However, the fact remains that the prior art provided and 
applied in the rejection cannot properly correlate with the elements of the claims, nor render 
them obvious. 

Specifically, the present invention provides a method of purchasing content insurance 
that enables one to retrieve the same purchased content at a later time . In addition, as time 
passes, recording formats change (e.g. MPEG2, MPEG3 (MP3), MPEG4, etc.) and thus the 
insurance also allows the purchaser to retrieve the same purchased content in a new modern 
format The prior art is silent on the required claimed steps to retrieve ori ginally purchased 
content based on an insurance claim (original or new formatY 

The examiner has repeated (4 times in the final office action) the following passage from 
a prior art reference (eMedia-IT and Lloyds of London Provide Global Insurance for Digital 
Content; PRNewswire): 

"Newswire teaches coverage includes, but is not limited to, loss of service, defamation of 
subscriber's reputation or character, infringement of any privacy, plagiarism, piracy, 
infringement of copyright, and damage to files." 

It is surmised that the examiner repeats this section a multiplicity of times because the 
reference provides no other discussion on content insurance and fails to describe any processes 
or steps to implement their idea, and thus the presently claimed inventive elements. 

While this exhaustive list gives the purchaser many coverages, it is missing many 

4 

PAGE 5/22 * RCVD AT 6/6/2006 1:20:37 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-2/17 * DNIS:2738300 * C SID: 703838 7 684 • DURATION (mm-ss):06-48 



■JUN-06-2006 TUE 01:11 PM LACASSE AND ASSOCIATES FAX NO. 7038387684 



P. 06 



Application No. 09/759,163 
Group Art Unit 3626 
Docket No: ARC920000106US1 

important and patentably distinct claimed elements. First, Newswire does not include steps to 
provide the user their original content back . Newswire describes a third party databank storage 
service. The insurance appears to be simply monetary compensation for losing a client's data 
files (or other problems associated with their handling of the client's data). Second, it does not 
store purchased digital content; it retains bulk storage of files, etc. Because no third party 
version of your data exists (e.g. an artist's MP3 song), the insurance can not return your 
purchased content to vou . In other words, if they lose your data, no provisions appear within the 
reference to return to you the original content. Fourth, no filing of insurance claims or purchaser 
identification or tracking steps are recited (as presently claimed). 

The examiner has added a second reference, Stefik et al. (USP 6,708,157), because the 
primary reference provides neither the result nor the means to implement the claim elements. 
Stefik, provides a method whereby data repositories transfer and charge for original digital 
works. A digital work receives a digital usage rights ticket and as it is copied throughout the 
network, the ticket is decremented and the owner compensated. In other words, Stefik is directed 
to limited usage rights and royalty compensation. Stefik is not directed to purchasing insurance 
on purchased data content, not directed to processing insurance claims, not directed to insuring 
future replacement of the same purchased content, and not directed to replacement of the same 
purchased content in a new format. These, and other claim elements, were missing from the 
primary reference. If the original reference does not provide for these claimed elements, and the 
secondary reference does not provide for these claimed elements, applicant's contend that the 
combination cannot provide for the claimed elements. 

The examiner attempts to equate the "back-up" copy function of Stefik as the claimed 
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replacement elements. However, Stefik's back-up copy is simply a well known method of 
making a back-up copy. No nexus between insurance and replacement of original purchased 
content exists, in fact just the opposite. Specifically, in col. 38, lines 19,20, it is cited the 
server verifies that the contents file is available (i.e. a digital work corresponding to the request 
has been backed-up.) If it is not, it ends the transaction with an error." (emphasis added) Only if 
the requester (column 37, lines 44+) initiates a request to make a back-up copy does a future 
copy exist In other words, a user makes a back-up copy or loses future access. No insurance is 
purchased which will provide purchased content replacement upon loss. 

The examiner attempts to equate an upgrade feature with format replacement. First, the 
claims must be read in light of the specification. Specifically, page 13, lines 10-16, etc., teach of 
a new digital format, not a new software upgrade. It is well known in the art that a software 
upgrade is advantageous when offering software improvements, new features, or fixes for old 
problems. A new software upgrade would not be a u copy of the specified purch ased content" 
(claim 4, line 7); it would be a new software package with new content Therefore, Stefik's 
upgrade feature (content change) does not equate to the presently claimed format change. 

Finally, the examiner has cited 14 court cases which are concerned with the proper 
combination of references under 35 USC § 103, but then does not provide the factual evidence of 
a proper combination, nor is a recitation of all of the claim elements given. For example, as 
previously cited, neither reference provides for any of the insurance claim processing steps. The 
examiner appears to focus on the following reason for a proper combination (see office action 
dated 1/20/06, page 7, starting on line 4). "In addition, the primary motivation for combining the 
respective teachings of Newswire and Stefik et al, was clearly recited as " ...providing a reliable 
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and secure wav of protecting and compensating a user in case of a cata strophic media failure" 
(emphasis added). Granted, this appears to be the essence of the Newswire reference, but the 
examiner fails to provide insight into his reasons as to why you would then combine this with 
Stefik. Stefik is not directed to these features, but rather is concerned with royalty payment 
between servers (repositories). Thus applicant's respectfully submit that one of ordinary skill in 
the art would not make the combination. The examiner repeats his position multiple times 
through page 8 of the response and each time only provides the essence of the Newswire article 
and never recites how this relates to the Stefik teachings, nor addresses a factual motivation for 
combining the two references. 

REJECTIONS UNDER 35 USC S 103 

Claims 1-8 stand rejected under 35 USC § 103(a) as being unpatentable over "eMedia-IT 
and Lloyds' s of London Provide Global Insurance for Digital Content/ 5 by PR Newswire 
(hereafter "eMedia-IT") in view of Stefik et al. (USP 6708157). 

The examiner has cited that he has not given the amended (non-final amendment dated 
11/1/05) limitation purchased" any patentable weight because the recitation occurs in the 
preamble and because the body of the claim does not depend on the preamble. However, the 
examiner appears to misread the claim as amended or misapplies In re Hirao or Kropa v. Robie, 
as this limitation is in fact used throughout the body of the claim. Specifically, "purchased 
digital content" is cited in lines 4, 5, 7, 9, and 11. The process steps from the body of the claim 
do not stand on their own without this limitation. It is respectfully requested that the amended 
language be given its proper weighting. 
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With respect to the art rejection, to establish a prima facie case of obviousness under 
U.S.C. § 103, three basic criteria must be met First, there must be some suggestion or 
motivation, either in the references themselves or in the knowledge generally available to one of 
ordinary skill in the art, to modify the reference or to combine reference teachings. Second, 
there must be a reasonable expectation of success. Finally, the prior art reference (or references 
when combined) must teach or suggest all the claim limitations. Additionally, the teaching or 
suggestion to make the claimed combination and the reasonable expectation of success must both 
be found in the prior art, and not based on applicant's disclosure (In re Vaeck, 947 F.2d 488, 20 
USPQ2d 1438 (Fed, Cir. 1991)). Applicant contends, as will be seen from the arguments below, 
that the Examiner has failed to establish a prima facie case of obviousness under 35 U.S.C, § 103 
(a). 

The examiner has provided a rejection of claims 1 -8 based on a combination of two 
references. The first reference, eMedia-IT, is directed to a networked storage facility which 
stores a user's digital files (e.g. data). Of apparent interest to the examiner was the use of the 
term "insurance". However, the term insurance appears to refer to traditional compensation 
when eMedia-IT loses a user's data files, eMedia-IT provides no means to return to the user a 
copy of original purchased digital content. In addition, eMedia-IT does not provide a means to 
return to the user a different encoding format of the original. The examiner simply included the 
reference because it uses a similar term "insurance", but has failed to require the terminology to 
be consistent in functionality and interpretation. The elements of the claims must be functionally 
similar and must be interpreted fully in light of the corresponding specification, claims and 
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drawings. 

The second reference, US patent 6,708,157, hereafter Stefik, is directed to a "System For 
Controlling The Distribution And Use Of Digital Works Using Digital Tickets". The examiner 
has included the Stefik reference to compensate for eMedia-IT's failure to provide a means to 
recover lost purchased digital content (as is required by the claims). Stefik is directed to digital 
usage rights, and as will be detailed below, does not provide the elements of the claim either 
singularly or in combination with eMedia-IT. 

Additionally, the teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art, and not based on 
applicant's disclosure (In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991)). As 
eMedia-IT clearly provides no means to compensate the consumer with a new copy or new copy 
in a new encoding format, there is a complete failure to recognize or solve the problems being 
addressed by the presently claimed invention. There simply is no reason to combine eMedia-IT 
with Stefik other than the examiner's reading of the claim requirements. There is no suggestion, 
motivation, or teaching that would lead one to make such a combination as eMedia-IT teaches no 
ability to provide copies upon failure or loss. One obvious reason for this, is that eMedia-IT is 
simply backing up a consumer's own data files, not providing consumer purchased digital 
content, i.e. content from a third party (e.g. music or software). As such, they have no access to 
the original data itself once lost or destroyed. In addition, as they only store the user's own data, 
there is no upgrading to future encoding formats. eMedia-IT's focus on securely storing a user's 
data teaches away from Stefik as Stefik is interested in distribution of an author's digital works, 
not the user's. As the references provide no explicit teaching, motivation, or suggestion and the 
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examiner has failed to provide a sufficient reason to combine their teachings, the rejection is 
deemed improper and the rejection is respectfully requested to be removed 

Claim 1 rejection: 

Claim 1 requires at least the following elements not provided nor suggested by the references 
individually or in combination: 

• A method o f insuring purchased distributed digital content 

• receiving an indication a consumer has purchased content insurance on specified 
purchased digital content distributed via communication networks 

• said content insurance insuring said consumer against loss of said specified purchased 
digital content 

• maintaining information identifying said consumer and indicating said consumer has 
purchased content insurance on said specified purchased digital content 

The eMedia-IT reference simply offers insurance (traditional monetary compensation) 
against loss of a user's own data stored on the eMedia-IT system. Referring to eMedia-IT, page 
1, last line of 2 nd paragraph of Abstract, "secure storage medium" and page 2, paragraph 7 "store, 
revise, track, and distribute their (emphasis added) files throughout the world". eMedia-IT does 
not teach, nor suggest insuring, tracking, or recovering digital content (purchased or otherwise). 
Stefik is not directed to a method of insuring purchased distributed digital content, and is silent 
with respect to purchasing any type of insurance, and therefore cannot provide the method steps 
necessary to provide such a feature. Therefore, the combination of references does not provide, 
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nor suggest a method of insuring purchased distributed digital content. 

Claim 1 additionally requires at least the following elements not provided nor suggested by the 
references individually or in combination; 

• receiving an indication said consumer has made a claim to recover lost digital content 

• verifying said lost digital content is the same as said specified purchased digital content 
for which said content insurance was also purchased 

Neither the eMedia-IT reference nor the Stefik patent provide nor suggest steps to process a 
claim against an insured loss and therefore cannot provide the receiving and verifying steps of 
claim 1. 

Claim 1 additionally requires at least the following element not provided nor suggested by the 
references individually or in combination: 

• enabling said consumer to receive a new copy of said specified purchased digital content 
via said communication networks. 

Neither the eMedia-IT reference nor the Stefik patent provide nor suggest steps enabling said 
consumer to receive a new copy of said specified purchased digital content via said 
communication networks. The examiner has referred to the "restore transaction" feature as 
disclosed by Stefik in column 38 as equating to the "new copy of said specified purchased digital 
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content via said communication networks" as claimed. First, this is not a new copy. It is simply 
a restored back-up copy. Referring to column 37, lines 20+, "A Backup transaction is a request 
to make a back-up copy of a digital work, as a protection against media failure" and column 38, 
lines 19-21, "...a digital work corresponding to the request has been back-ed up.) If it is not, it 
ends the transaction with an error". Another words, when a user first downloads a digital work, 
they make a locally stored back-up copy which can be restored at a later time (a very common 
feature in the software community). If the user does not make a back-up copy or their local 
storage fails, they cannot restore the data. The present invention does not require the user to 
make back-up copies, but rather purchase insurance which will provide them new copies upon 
the loss of their existing purchased digital content. 

Claim 2 rejection; 

Claim 2 requires at least the following elements not provided nor suggested by the references 
individually or in combination: 

• A method of insuring purchased d istributed digital content for a consumer of said 

purchased digital content, wherein said new copy of said specified purchased d igital 

content is in the same format as said lost digital content. 
As explicitly pointed out by the examiner, eMedia-IT does not provide a new copy of lost data 
and therefore is silent with respect to format. Stefik does not insure purchased digital content 
and therefore the format is not applicable. 

Claim 3 rejection: 
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Claim 3 requires at least the following elements not provided nor suggested by the references 
individually or in combination: 

• wherein said content insurance further allows said consumer to upgrade sa id specified 
purchased digital content to a new encoding format 
As explicitly pointed out by the examiner, eMedia-IT does not provide a new copy of lost data 
and therefore is silent with respect to format. Stefik does not insure purchased digital content 
and therefore the format is not applicable. In addition, Stefik' s reference to new software 
versions purchased at a later time for a reduced fee is not applicable. As is well known in the art, 
a new version of software typically involves feature upgrades and/or error corrections and is not 
directed to encoding format. Stefik does not describe, nor suggest any encoding format changes 
as is claimed by the present invention. The examiner is respectfully requested to particularly 
point out in the Stefik reference where a software version upgrade equates to a change in 
encoding format. 
Claim 4 rejection: 

Claim 4 requires at least the following elements not provided nor suggested by the references 
individually or in combination: 

receiving an indication said consumer has made a claim to upgrade digital content 
to a new format; 

verifying said digital content to be upgraded is the same as s aid specified 
purchased digital content for which said content insurance was also purchased; 

enabling said consumer to receive a new copy of said specified pur chased digital 
content encoded in a new encoding format via said communication networks. 
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Previous claim 1-3 arguments collectively address the failure of the references to meet claim 4 
elements. 

Claim 5 rejection: 

Claim 5 requires at least the following elements not provided nor suggested by the references 
individually or in combination: 

• charging said consumer an amount for said new copy of said specified purchased digital 
content encoded in a new encoding format which is a fraction of the price for a new 
purchase of said specified purchased digital content in said new encoding format 

The above claim 3 arguments are applicable to claim 5 elements. 

Claim 6 rejection: 

Claim 6 requires at least the following elements not provided nor suggested by the references 
individually or in combination: 

• a limited number of format upgrades or a limited time for which upgrades are available 
with the option of renewal 

The above claim 3 arguments are applicable to claim 6 elements. Specifically, Stefik does not 
describe payment for encoding format upgrades. In addition, the present invention is not limited 
to a single upgrade as is the Stefik patent. And finally, Stefik is silent as to any "limited time" 
periods. 

Claim 7 rejection: 

14 
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Claim 7 requires at least the following elements not provided nor suggested by the references 
individually or in combination: 

• said content insurance was purchased at a cost which is a fract ion of the price of said 
specified purchased digital content. 

eMedia-IT does not discuss the relative cost of the insurance to the purchased digital content as 
there is no purchased content in the eMedia-IT. The $250 cost is a yearly fee, not a per 
purchased digital content fee. In addition, eMedia-IT' s references to nominal cost and $250 are 
in direct conflict with the $10 copyright charges discussed in the Stefik patent (column 17, line 
59). It is clear they are not describing similar features. And finally, Stefik does not sell the 
consumer insurance and therefore cannot satisfy the claim language elements. 

Claim 8 rejection: 

Claim 8 requires at least the following elements not provided nor suggested by the references 
individually or in combination: 

• wherein the terms and conditions of said content insurance includes any of: restrictions 
on the number of claims that can be filed, payment of a deduc tible for a claim, requiring 
disclosure of private information bv said consumer when making a claim, or having a 
limited term with the option of renewal 

Both references are silent on all of these features. Column 47, lines 23-25 of Stefik only refer to 
a single upgrade restriction and no other restrictions. 

SUMMARY 

As has been detailed above, none of the references, cited or applied, provide for the 
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specific claimed details of applicants 1 presently claimed invention, nor renders them obvious. It 
is believed that this case is in condition for allowance and reconsideration thereof and early 
issuance is respectfully requested. 



As this Appeal Brief has been timely filed within the set period of response, no petition 
for extension of time or associated fee is required. However, the Commissioner is hereby 
authorized to charge any deficiencies in the fees provided, to include an extension of time, to 
Deposit Account No. 09-0441 . 

Respectfully submitted by 
Applicant's Representative, 

~") ^ ' ^^^^^ 

Randy W. Lacasse 
Reg. No. 34,368 

1725 Duke Street 
Suite 650 

Alexandria, VA 22314 
(703) 838-7683 
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Claims Appendix: 

1 . A method of insuring purchased distributed digital content for a consumer of said purchased 
digital content, said method comprising: 

receiving an indication a consumer has purchased content insurance on specified 
purchased digital content distributed via communication networks, said content insurance 
insuring said consumer against loss of said specified purchased digital content; 

maintaining information identifying said consumer and indicating said consumer 
has purchased content insurance on said specified purchased digital content; 

receiving an indication said consumer has made a claim to recover lost digital 

content; 

verifying said lost digital content is the same as said specified purchased digital 
content for which said content insurance was also purchased; 

enabling said consumer to receive a new copy of said specified purchased digital 
content via said communication networks. 

2. A method of insuring purchased distributed digital content for a consumer of said purchased 
digital content, as per claim 1, wherein said new copy of said specified purchased digital content 
is in the same format as said lost digital content. 

3. A method of insuring purchased distributed digital content for a consumer of said purchased 
digital content, as per claim 1 , wherein said content insurance further allows said consumer to 
upgrade said specified purchased digital content to a new encoding format. 

17 
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4. A method of insuring purchased distributed digital content for a consumer of said purchased 
digital content, as per claim 3, said method further comprising: 

receiving an indication said consumer has made a claim to upgrade digital content 
to a new format; 

verifying said digital content to be upgraded is the same as said specified 
purchased digital content for which said content insurance was also purchased; 

enabling said consumer to receive a new copy of said specified purchased digital 
content encoded in a new encoding format via said communication networks. 

5. A method of insuring purchased distributed digital content for a consumer of said purchased 
digital content, as per claim 4, said method further comprising: 

charging said consumer an amount for said new copy of said specified purchased 
digital content encoded in a new encoding format which is a fraction of the price for a new 
purchase of said specified purchased digital content in said new encoding format. 

6. A method of insuring purchased distributed digital content for a consumer of said purchased 
digital content, as per claim 5, wherein the terms and conditions of said content insurance 
includes any of: a limited number of format upgrades or a limited time for which upgrades are 
available with the option of renewal. 

7. A method of insuring purchased distributed digital content for a consumer of said purchased 
digital content, as per claim 1, wherein said content insurance was purchased at a cost which is a 

18 
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fraction of the price of said specified purchased digital content. 

8. A method of insuring purchased distributed digital content for a consumer of said 
purchased digital content, as per claim 1, wherein the terms and conditions of said content 
insurance includes any of: restrictions on the number of claims that can be filed, payment of a 
deductible for a claim, requiring disclosure of private information by said consumer when 
making a claim, or having a limited term with the option of renewal. 
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Evidence Appendix 

None 
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Related Proceedings Appendix 

None 
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